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Response to Arguments 

1. The indicated allowability of claims 8, 9,13, 14, 17, 19-21, 30, 31, 35, 36,39, 41- 
43, 52, 53, 57, 58, 61, and 63-65 is withdrawn in view of the newly discovered 
reference(s) to U.S. Patent No. 6940615 to Shima in view of U.S. Patent No. 6335966 
to Toyoda. Rejections based on the newly cited reference(s) follow. 

Claim Rejections - 35 (JSC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 98 and 100 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

4. Claim 98 recites the limitation "said communications capability" in lines 12-13. It 
should be "said latest communications capability". There is insufficient antecedent basis 
for this limitation in the claim. 

5. Claim 100 recites the limitation "said communications capability" in lines 12-13. It 
should be "said latest communications capability". There is insufficient antecedent basis 
for this limitation in the claim. 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 8, 9, 30, 31 , 52, 53, 82, 84, 90, 92, 98, 100 are rejected under 35 U.S.C. 
103(a) as being unpatentable over U.S. Patent No. 6940615 to Shima in view of U.S. 
Patent No. 6335966 to Toyoda. 

Regarding claims 8, 30, and 52, Shima discloses a communications terminal 
apparatus comprising: 

a communications mechanism configured to perform communications with a 
plurality of communications machines including a sending communications machine 
and a transfer communications machine (column 17, lines 14-26; column 18, lines 1- 
21 ; The Host reads on a sending machine, the high-function printer (figure 4) or 
reference 1 1 in figure 5 reads on the communication terminal apparatus, the low- 
function printers in Figure 4 or reference 13, 14 in Figure 5 read on transfer machines.); 

a registering mechanism configured to register an address and a communications 
capability of said transfer communications machine (column 18, lines 59-67; column 33, 
lines 12-46; the file format reads on communication capability.); 
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a memory storing a set of image parameters (column 34, lines 2-8; The file formats 
as shown in Figure 25 reads on parameters for image data (JPG, GIF)); 

a notifying mechanism configured to notify of an enhancement communications 
capability of said apparatus in accordance with said communications capability of said 
transfer communications machine (Figure 12, 13; Host 54 is sending machine, 51 is 
communication terminal; 52, 53 ... are transfer machines; column 23, lines 61-67; 
column 24, lines 1-19; the attribute reads on capability; since printer 51 sends attributes 
of itself and the other printers the printer 51 attribute reads on "enhancement 
communications capability of said apparatus"); and 

a controlling mechanism configured to instruct said notifying mechanism to notify 
said sending communications machine of said enhancement communications 
capability at a beginning of communications (column 24, lines 13-34) and to instruct 
said communications mechanism to transfer image (column 12, lines 50-54) information 
received from said sending communications machine to said transfer 
communications machine using said address and said set of image parameters stored 
in said memory (column 24, lines 34-67; column 18, lines 59-67; column 33, lines 1-46), 
and 

wherein the controlling mechanism determines whether the communication 
terminal apparatus has a communications capability to accept the image information 
from the sending communications machine, and does not transfer the image information 
to the transfer communications machine if the communication terminal apparatus has 
the communications capability to accept the image information (column 24, lines 40-46; 
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column 25, lines 1-38). However Shima does not disclose wherein said controlling 
mechanism is configured to obtain a latest communications capability through said 
communications mechanism when transferring said image information and to update 
said registration mechanism with said latest communications capability. 

Toyoda discloses wherein said controlling mechanism is configured to obtain a 
latest communications capability through said communications mechanism when 
transferring said image information and to update said registration mechanism with said 
latest communications capability (column 15, lines 44-50; column 17, lines 52-67; 
column 18, lines 1-10). 

Shima and Toyoda are combinable because they are in the similar problem area 
of data communication. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine registration updating of Toyoda with the system of Shima to 
implement updated registration of communication devices. 

The motivation to combine the reference is clear because any recent changes to 
the transfer machine has to be updated to the communication mechanism so that an 
accurate image transfer can be accomplished. 

Regarding claims 9, 31, and 52, Shima discloses a communications terminal 
apparatus comprising: 

a communications mechanism configured to perform communications with a 
plurality of communications machines including a sending communications machine 
and a transfer communications machine (see claim 8); 



i 
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a registering mechanism configured to register an address and a 
communications capability of said transfer communications machine(see claim 8); 

a memory storing a set of image parameters(see claim 8); 

a notifying mechanism configured to notify of an enhancement communications 
capability of said apparatus in accordance with said communications capability of said 
transfer communications machine(see claim 8); and 

a controlling mechanism configured to instruct said notifying mechanism to notify . 
said sending communications machine of said enhancement communications 
capability at a beginning of communications and to instruct said communications 
mechanism to transfer image information received from said sending communications 
machine to said transfer communications machine using said address and said set of 
image parameters stored in said memory(see claim 8). Further Shima discloses 
obtaining capability at intervals of a predetermined time period (column 24, lines 23-34). 
However Shima does not disclose wherein said controlling mechanism is configured to 
obtain a latest communications capability through said communications mechanism and • 
to update said registration mechanism with said latest communications capability. 

Toyoda discloses wherein said controlling mechanism is configured to obtain a 
latest communications capability through said communications mechanism when 
transferring said image information and to update said registration mechanism with said - 
latest communications capability (column 15, lines 44-50; column 17, lines 52-67; 
column 18, lines 1-10). 
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Shima and Toyoda are combinable because they are in the similar problem area 
of data communication. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine registration updating of Toyoda with the system of Shima to 
implement updated registration of communication devices. 

The motivation to combine the reference is clear because any recent changes to 
the transfer machine has to be updated to the communication mechanism so that an 
accurate image transfer can be accomplished. 

Regarding claims 82, 84, 90, 92, 98, and 100, the rejections of claims 8, 9, 30, 
31, 52, and 53 respectively above will correspondingly reject claims 82, 84, 90, 92, 98, 
100 since claims 8, 9, 30, 31, 52, and 53 contain the limitations of claims 82, 84, 90, 92, 
98, and 100. 

8. Claims 13, 14, 35, 36, 57, 58, 85, 86, 93, 94, 101, and 102 are rejected under 35 
U.S.C. 103(a) as being unpatentable over U.S. Patent No. 6940615 to Shima in view of 
U.S. Patent No. 681691 1 to Toyoda et al. 

Regarding claims 13, 35, and 57, Shima discloses a communications terminal 
apparatus comprising: 

a communications mechanism configured to perform communications with a 
plurality of communications machines including a sending communications machine 
and a transfer communications machine (see claim 8); 

a registering mechanism configured to register an address and a 
communications capability of said transfer communications machine (see claim 8); 
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a memory storing a set of image parameters (see claim 8); 

a notifying mechanism configured to notify of an enhancement communications 
capability of said apparatus in accordance with said communications capability of said 
transfer communications machine (see claim 8); and 

a controlling mechanism configured to instruct said notifying mechanism to notify 
said sending communications machine of said enhancement communications 
capability at a beginning of communications and to instruct said communications 
mechanism to transfer image information received from said sending communications 
machine to said transfer communications machine using said address and said set of 
image parameters stored in said memory (see claim 8). However Shima does not 
disclose wherein said controlling mechanism is configured to perform a retry call to said 
transfer communications machine upon a detection of an event indicating that said 
transfer communications machine is busy. 

Toyoda et al discloses wherein said controlling mechanism is configured to 
perform a retry call to said transfer communications machine upon a detection of an 
event indicating that said transfer communications machine is busy (column 5, lines 
50-67). 

Shima and Toyoda et al are combinable because they are in the similar problem 
area of data communication. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the retry method of Toyoda et al with the system of Shima to 
implement retry when communicating device is busy. 
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The motivation to combine the reference is clear because if the transfer machine 
is only busy for a short time, a retry call can establish communication with the transfer 
machine quickly, 

Regarding claims 14, 36, and 58, Shima discloses a communications terminal 
apparatus comprising: 

a communications mechanism configured to perform communications with a 
plurality of communications machines including a sending communications machine 
and a transfer communications machine(see claim 8); 

a registering mechanism configured to register an address and a 
communications capability of said transfer communications machine(see claim 8); 

a memory storing a set of image parameters(see claim 8); 

a notifying mechanism configured to notify of an enhancement communications 
capability of said apparatus in accordance with said communications capability of said 
transfer communications machine(see claim 8); and 

a controlling mechanism configured to instruct said notifying mechanism to notify 
said sending communications machine of said enhancement communications 
capability at a beginning of communications and to instruct said communications 
mechanism to transfer image information received from said sending communications 
machine to said transfer communications machine using said address and said set of 
image parameters stored in said memory(see claim 8). However Shima does not 
disclose wherein said controlling mechanism is configured to perform a retry call at 
intervals of a predetermined time period to said transfer communications machine 
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upon a detection of an event indicating that said transfer communications machine is 
busy. 

Toyoda et al discloses wherein said controlling mechanism is configured to 
perform a retry call at intervals of a predetermined time period to said transfer 
communications machine upon a detection of an event indicating that said transfer 
communications machine is busy (column 5, lines 50-67; column 1, lines 32-38). 

Shima and Toyoda et al are combinable because they are in the similar problem 
area of data communication. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the retry method of Toyoda et al with the system of Shima to 
implement retry when communicating device is busy. 

The motivation to combine the reference is clear because if the transfer machine 
is only busy for a short time, a retry call can establish communication with the transfer 
machine quickly. 

Regarding claims 85, 86, 93, 94, 101, and 102 the rejections of claims 13, 14, 
35, 36, 57, and 58 respectively above will correspondingly reject claims 85, 86, 93, 94, 
101, and 102 since claims 13, 14, 35, 36, 57, and 58 contain the limitations of claims 
85, 86, 93, 94, 101, and 102. 

9. Claims 17, 20, 39, 42, 61, 64, 87, 88, 95, 96, 103, and 104 are rejected under 35 
U.S.C. 103(a) as being unpatentable over U.S. Patent No. 6940615 to Shima in view of 
U.S. Patent No. 6493103 to Toyoda et al. 
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Regarding claim 17, 39, and 61, Shima discloses a communications terminal 
apparatus comprising: 

a communications mechanism configured to perform communications with a 
plurality of communications machines including a sending communications machine 
and a transfer communications machine(see claim 8); 

a registering mechanism configured to register an address and a 
communications capability of said transfer communications machine(see claim 8); 

a memory storing a set of image parameters(see claim 8); 

a notifying mechanism configured to notify of an enhancement communications 
capability of said apparatus in accordance with said communications capability of said 
transfer communications machine(see claim 8); and 

a controlling mechanism configured to instruct said notifying mechanism to notify 
said sending communications machine of said enhancement communications 
capability at a beginning of communications and to instruct said communications 
mechanism to transfer image information received from said sending communications 
machine to said transfer communications machine using said address and said set of 
image parameters stored in said memory(see claim 8). However Shima does not 
disclose wherein said controlling mechanism is configured to transfer, said image 
information through E-mail to said transfer communications machine. 

Toyoda et al discloses wherein said controlling mechanism is configured to 
transfer said image information through E-mail to said transfer communications 
machine (column 22, lines 5-10, lines 31-33, lines 48-61). 
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Shima and Toyoda et al are combinable because they are in the similar problem 
area of data communication. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine E-mail transferring of data of Toyoda et al with the system of 
Shima to implement E-mail transfers of image data. 

The motivation to combine the reference is clear because the option of using e- 
mail for transferring data is useful since image data can be compressed in e-mail format 
as taught by Toyoda et al (column 22, lines 58-61 ). 

Regarding claims 20, 42, and 64, Shima in view of Toyoda et al teach all the 
limitations of claims 17, 39, and 61 respectively. Toyoda et al further disclose an 
apparatus and method, wherein said controlling mechanism is configured to add a literal 
identification of said image information to said E-mail (Toyoda et al: column 22, lines 53- 
58). 

Regarding claims 87, 88, 95, 96, 103, and 104 the rejections of claims 17, 20, 
39, 42, 61 , and 64 respectively above will correspondingly reject claims 87, 88, 95, 96, 
103, and 104 since claims 17, 20, 39, 42, 61, and 64 contain the limitations of claims 
87, 88, 95, 96, 103, and 104. 

10. Claims 21, 89, 43, 97, 65, and 105 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 6940615 to Shima in view of U.S. Patent No. 
6285844 to Kuga. 

Regarding claims 21 , 43, and 65, Shima discloses a communications terminal 
apparatus comprising: 
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a communications mechanism configured to perform communications with a 
plurality of communications machines including a sending communications machine 
and a transfer communications machine(see claim 8); 

a registering mechanism configured to register an address and a communications 
capability of said transfer communications machine(see claim 8); 

a memory storing a set of image parameters(see claim 8); 

a notifying mechanism configured to notify of an enhancement communications 
capability of said apparatus in accordance with said communications capability of said 
transfer communications machine(see claim 8); and 

a controlling mechanism configured to instruct said notifying mechanism to 
notify said sending communications machine of said enhancement communications 
capability at a beginning of communications and to instruct said communications 
mechanism to transfer image information received from said sending communications 
machine to said transfer communications machine using said address and said set of 
image parameters stored in said memory(see claim 8). However Shima does not 
disclose wherein said controlling mechanism is configured to transfer said image 
information with a predetermined identification code causing said transfer 
communications machine to reproduce an output of said image information into a 
predetermined recording sheet tray corresponding to said predetermined 
identification code. 

Kuga discloses wherein said controlling mechanism is configured to transfer 
said image information with a predetermined identification code causing said 
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transfer communications machine to reproduce an output of said image information 
into a predetermined recording sheet tray corresponding to said predetermined 
identification code (column 8, lines 47-53; column 9, lines 1-25). 

Shima and Kuga are combinable because they are in the similar problem area 
of data communication. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the printing tray designation of Kuga with the system of Shima 
to implement customized setting of recording data for printing. 

The motivation to combine the reference is clear because Kuga teaches that 
sheet type as selected by a used will be used in printing (column 2, lines 36-43). 

Regarding claims 89, 97, and 105 the rejections of claims 21 , 43, and 65 
respectively above will correspondingly reject claims 89, 97, and 105 since claims 21 , 
43, and 65 contain the limitations of claims 89, 97, and 105. 

11. Claims 19, 41, 63, 83, 91, and 99 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 6940615 to Shima in view of U.S. Patent No. 
6335966 to Toyoda further in view of U.S. Patent No. 5818609 to Yamamuro. 

Regarding claims 19, 41 , and 63, Shima in view of Toyoda teach all the 
limitations of claims 8, 30, and 52 respectively. However Shima in view of Toyoda does 
not disclose an apparatus and method wherein said controlling mechanism is 
configured to determine whether said latest communications capability is sufficient to 
receive said image information and stops receiving said image information from said 
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sending communications machine when said latest communications capability is 
determined as not sufficient to receive said image information. 

Yamamuro discloses an apparatus and method wherein said controlling 
mechanism is configured to determine whether said latest communications capability is 
sufficient to receive said image information (Yamamuro: column 4, lines 20-24) and 
stops receiving said image information from said sending communications machine 
when said latest communications capability is determined as not sufficient to receive 
said image information (Yamamuro: column 4, lines 28-37). 

Shima, Toyoda, and Yamamuro are combinable because they are in the similar 
problem area of data communication. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the communication method of Yamamura with the system of 
Shima in view of Toyoda to implement communication based on latest capability. 

The motivation to combine the reference is clear because Yamamuro teaches 
an efficient method for transferring image data (column 1 , lines 23-43). 

Regarding claims 83, 91, and 99 the rejections of claims 19, 41, and 63 
respectively above will correspondingly reject claims 83, 91, and 99 since claims 19, 41, 
and 63 contain the limitations of claims 83, 91 , and 99. 
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12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

U.S. Patent No. 5175760 to Ohashi et al discloses communication device with 
transferring capability. 

JP 2002-300340 to Maei et al disclose internet facsimile device. 

U.S. Patent No. 6985242 to Toyoda discloses internet facsimile device with 
capability communication. 

U.S. Patent No. 5917615 to Reifman et al discloses facsimile system. 

U.S. Patent No. 5208681 to Yoshida discloses communication device. 

U.S. Patent No. 5594867 to Yoshida discloses communication device with relay 
capabilities. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Beniyam Menberu whose telephone number is (571) 

272- 7465. The examiner can normally be reached on 8:00AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly Williams can be reached on (571 ) 272-7471 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the customer service office whose telephone number 
is (571 ) 272-2600. The group receptionist number for TC 2600 is (571 ) 272-2600. 



Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see <http://pair-direct.uspto.gov/> . 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-21 7-91 97 (toll-free). 

Patent Examiner 

Beniyam Menberu 
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